THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1-10 and 13, which are all of the clains
pending in this application.

BACKGROUND
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Appel lants' invention is directed to a nethod of reacting
ethyl ene and chlorine in the presence of a specified catalyst
to
form 1, 2-di chl oroet hane. An understandi ng of the invention
can be derived froma reading of exenplary claim1, which is
repr oduced bel ow.

1. A process for preparing 1, 2-dichloroethane by reaction
of ethylene with chlorine in the presence of a sodi um
chloride-iron(ll11) chloride catal yst, which conprises
mai ntai ning the nolar ratio of sodiumchloride to iron(lll)
chloride from0.3 to below 0.5 during the whol e reaction

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Berkowitz et al. (Berkowtz) 3,496, 243 Feb
17, 1970

D Fiore et al. (D Fiore) 3,911, 036 Cct. 07,
1975

Bottger et al. (Bottger) DE 4103281 Aug. 06,
1992

(German O f enl egungsschrift)
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Clainms 1-10 and 13 stand rejected under 35 U . S.C. § 103
as being unpatentable over Bottger! in view of Berkowitz and
D Fiore.

CPI NI ON

We have carefully reviewed the specification, clains and
applied prior art, including all of the argunents advanced by
t he exam ner and appellants in support of their respective
positions. This review |leads us to conclude that the
examner's 8 103 rejection of clains 1-6, 8-10 and 13 is well
founded, but not the rejection, on the sane grounds, of claim
7. Accordingly, we will sustain the exam ner's rejection of
claims 1-6, 8-10 and 13 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over the applied prior art for substantially
those fact findings and conclusions set forth in the answer
and as further discussed bel ow. However, we will not sustain
the examner's 8 103 rejection as applied to claim7. CQur

reasons foll ow

1 Al'l subsequent references in this opinion to Béttger are
references to the English | anguage transl ation of the
publ i shed German O f enl egungsschrift of record. A copy of the
translation will be forwarded to appellants together with a
copy of this deci sion.
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Appel l ants state that the clains do not stand or fal
toget her and furnishes the foll ow ng groups:
) clainms 1, 3, 4, 5, 9 and 10; Il) claim?2; 1I1) claim®6; IV)
claim7; and V) claim@82 (brief, page 4). Appellants have
only furnished separate substantive argunents for clains that
are nenbers of separate groupings of clains as identified by
appel l ants, not for any separate clainms that are nenbers of
the sane grouping. W therefore limt our discussion to one
claimin each group identified by appellant, i.e., clains 1,
2, 6, 7 and 8. See In re Cchiai, 71 F.3d 1565, 1566 n.2, 37
usP@d 1127, 1129 n.2 (Fed. Gr. 1995); 37 CFR 8§ 1.192(c)(7)

and (c)(8)(1995).

Rejection of Clains 1, 3, 4, 5 9 and 10
As correctly noted by the exam ner (answer, pages 3 and
4), Bottger discloses and exenplifies a nmethod of preparing
1, 2-di chl oroet hane by reacting ethylene with chlorine in the

presence of a catalyst including iron chloride and sodi um

2 Since claim 13 depends fromclaim8 (G oup V) and
appel l ants have not identified a separate grouping of clains
to which claim13 belongs, we consider claim13 as a nenber of
appel lants' Goup V clains for purposes of this appeal
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chloride wherein the nolar ratio of sodiumchloride to iron
chloride is reported as 0.33 (Exanple 2). This nethod
substantially corresponds to the clainmed nethod at issue
herein wherein a sodiumchloride to iron chloride ratio of
"fromO0.3 to below 0.5 during the whole reaction”
(representative claiml) is called for. According to the
exam ner (answer, pages 3 and 4),

[I1]t is reasonable that the ratio wll stay the sane

"during the whole reaction”. This is so in part

because, by definition, a catalyst is not consuned

during the reaction.

We agree. It would have been prima facie obvious to one
of ordinary skill in the art to maintain the catalyst ratio as
taught by Bottger in Exanple 2 within the clainmed range herein
during the course of the reaction. W further note that there
is no disclosure in Bottger that appellants have pointed to
whi ch woul d expressly require or suggest that the catalyst
ratio of Exanple 2 is changed during the reaction to sone

rati o outside of that clained herein as intimated in the

brief.?3

31In so far as Bottger may be fairly construed as
disclosing a catalyst ratio within the clained range which is
mai nt ai ned during the course of reaction as noted above,
Bottger teaches all the [imtations of claim1. A disclosure
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Appel I ants have not furni shed any objective evidence to
support the unsubstantiated argunents suggesting the catal yst
conponent ratio would change as a result of corrosion (brief,
page 7). W are in agreenent with the exam ner (answer, pages
6 and 7) that the unsupported allegations of appellants to the
contrary are entitled to little weight and are not persuasive
absent convi nci ng objective evidence establishing that the
practice of the process as exenplified in Exanple 2 of Bottger
woul d have necessarily resulted in a catal yst conponent ratio
out side of that clained herein.

Appel I ants argue (brief, pages 5-7), in effect, that
Bottger teaches a higher ratio of the catal yst conponents than
that cl ai med herein; hence, Bottger teaches away fromthe
claimed process. This line of argunent is not well taken
since the disclosure of Bottger is not limted to the
preferred enbodi nents thereof (see, e.g., Exanples 4-6 of the

O fenl egungsschrift) but also includes the so called

that anticipates under 35 U.S.C. § 102 also renders the claim
unpat entable under 35 U.S.C. § 103, for "anticipation is the
epi tone of obviousness.” Jones v. Hardy, 727 F.2d 1524, 1529,
220 USPQ 1021, 1025 (Fed. Cir. 1984). See also ln re

Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982);
In re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA
1974) .




Appeal No. 1996- 3367 Page 7
Application No. 08/480, 554

conpari son Exanple 2 that discloses a ratio of catalyst
conponents within the clained range whether considered as a
ratio of 0.33 as reported by Bottger or as a ratio of 0.28 as
suggested nmay be the case by appellants (brief, page 6). In
this regard, a reference may be relied upon for all that it
woul d have reasonably suggested to one having ordinary skil
the art, including non-preferred enbodi nents. Merck & Co. .
Bi ocraft Labs., Inc., 874 F.2d 804, 807, 10 USPQ2d 1843, 1846
(Fed. Cir.), cert. denied, 493 U.S. 975 (1989). Mreover, in

eval uating such references it is proper to take into account
not only the specific teachings of the references but also the
i nferences which one skilled in the art woul d reasonably be
expected to draw therefrom In re Preda, 401 F.2d 825, 826,
159 USPQ 342, 344 (CCPA 1968).

"The use of patents as references is not limted to what
t he patentees describe as their own inventions or to the
problenms with which they are concerned. They are part of the
literature of the art, relevant for all they contain." 1In re

Heck, 699 F.2d



Appeal No. 1996- 3367 Page 8
Application No. 08/480, 554

1331, 1332-1333, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting
In re Lenel son, 397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1968)).

We are m ndful of the potential disadvantage of the
possi bl e requirenent of a subsequent "high-boiler
distillation"” in sone applications such as vinyl chloride
production via direct "thermal cleavage" fromthe 1, 2-
di chl or oet hane product that Bottger (English translation,
pages 6 and 7) may be viewed as attributing to the | ower
catal yst conmponent ratio of Exanple 2 and as cl ai ned herein.
Neverthel ess, we conclude that a skilled artisan woul d have
recogni zed the Exanple 2 and smaller sodiumchloride to ferric
chloride ratio catal yst enbodi nent disclosed by Bottger is an
obvi ously avail abl e opti on where such concerns are not
rel evant or outwei ghed by the increasing sodiumchloride
demand of the disclosed higher sodiumchloride ratio
enbodi nent. This is especially so since appellants' clained
process is not limted to a process for the direct formation
of vinyl chloride wthout renoval of high boilers via
distillation.

In addition, appellants have not clearly substantiated

any identified and nonobvi ous refinenent to the use of the
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| oner sodiumchloride ratio nmethod that woul d necessarily
all eviate any concerns of a skilled artisan that nay have been
identified by Bottger. 1In particular, we note that appellants
suggest ed conpari son of Exanple 2 of Bottger with appellants’
Exanple 2 is not convincing in establishing that the ratio of
sodiumchloride to iron chloride ever exceeded 0.5 in Exanple
2 of Bottger (brief, pages 6 and 7). W note, for instance,
that a washing step, a different reaction pressure and
tenperature, a larger size reactor, etc. were present in
Exanple 2 of Bottger as conpared to appellants' Exanple 2.
Contrary to appellants' assertions, we find that it cannot be
ascertained froma direct conparison of the above-noted
exanples, the origin of the allegedly differing results due to
t he nunber of unconstrained variables. See In re Dunn, 349
F.2d 433, 439, 146 USPQ 479, 483 (CCPA 1965) ("[t]he cause and
ef fect sought to be proven is lost here in the welter of
unfi xed vari abl es").

In addition, we find that appellants have not
denonstrated that Exanple 2 in their specification is
reasonably commensurate in scope with the degree of protection

sought by the appealed clains. See In re Kulling, 897 F.2d
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1147, 1149, 14 USPQRd 1056, 1058 (Fed. Cir. 1990); In re
G asselli, 713 F.2d 731, 743, 218 USPQ 769, 778 (Fed. Cir.

1983) .

Accordingly, we shall sustain the examner's § 103
rejection of clainms 1, 3, 4, 5, 9 and 10 as unpatentabl e over
Bottger in view of Berkowitz and Di Fiore.*

Rej ection of Claim 2

Wth respect to dependent claim 2, appellants (brief,
page 9) further argues, in effect, that the applied prior art
woul d not have suggested a ratio of sodiumchloride to iron
chloride fromO0.3 to 0.45. As set forth above, however
Bottger discloses such a ratio (0.33) in Exanple 2. For the
reasons set forth above regardi ng appellants' Exanple 2, the
addi tional Exanples 3 and 4 are |ikew se unconvinci ng of
unexpected results or the lack of nmaintenance of a ratio
within the clained range during the reaction in Bottger.
Wi |l e appellants assert in the brief (page 6) that the ratio

of Exanple 2 of Bbttger is correctly 0.28, such assertion has

4 Since we find the disclosure of Bottger sufficient to
sustain the examner's stated rejection of this grouping of
clains, we find that it is unnecessary to discuss the
addi tional teachings of Berkowitz and D Fiore.
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not been substantiated with any objective evidence. Moreover,
even if a skilled artisan woul d have understood Bottger to
have used a ratio of 0.28 nmoles of sodiumchloride to iron
chloride in Exanple 2 thereof, we note that such a teaching
coupled with the disclosure of good results in purity
obtention being obtainable with small concentrations of sodi um
chl oride (page 7, paragraph 3 of Bottger) woul d have rendered
the clained ratio prim facie obvious to one of ordinary skill
in the art. Thus, we shall sustain the examner's 8 103
rejection of claim 2.
Rejection of daimé6

We are not convinced by appellants' suggestion that the
pressure (0.4 to 0.6 bar gauge) of the reaction process
recited in claim®6 would have been unobvi ous over the applied
prior art for reasons set forth by the exam ner (answer, page
4). W observe that Bottger discloses that the use of "nornal
and excess pressure" (page 2) was generally known in the art
and di scl oses a specific over pressure of 1.3 bar (page 5) and
0.8 bar (Exanple 2). Certainly, a skilled artisan would have
been i mbued with both a suggestion and a reasonabl e

expectation of success in carrying out the chlorination
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reaction of Bottger at over pressures within the clained range
fromsuch a disclosure. Accordingly, we shall sustain the
examner's 8 103 rejection of claim®6.
Rej ection of Claim?7

Here, we find ourselves in agreenment with appellants’
position (brief, page 10) in that the exam ner has not
furni shed a sufficient factual basis to support the notion
that the clainmed step of setting the gauge pressure by inert
gas bl anketing woul d have been obvious to one of ordinary
skill in the art at the time of the invention fromthe relied
upon references' teachings. Wile Berkowtz may di scl ose the
use of a diluent such as nitrogen in a process simlar to that
of Bottger as proffered by the exam ner (answer, page 4), the
exam ner has not pointed to any evidence establishing the
obvi ousness of setting a gauge pressure of 0.4 to 0.6 bar by
inert gas blanketing. Accordingly, we will not sustain the
exam ner's stated rejection of claim7 on this record.

Rej ection of Clainms 8 and 13

As set forth above, we have selected claim8 as the

representative claimon which we decide the appeal of the

examner's rejection as to this grouping of clainms and we find
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ourselves in agreenment with the exam ner's basic position. W
note that De Fiore discloses the use of a separator (7)
wherei n gases are separated off (11) and the dichl oroet hane
condensate (distillate) is recycled to the reactor (1). The
use of such a condensate recycle procedure in Bottger's
simlar process would have been prinma facie obvious to one of
ordinary skill in the art since Bottger teaches that the

di chl oroet hane may be used as the reaction nedium (See, e.g.,
pages 1 and 2 and exanples). That one of ordinary skill in
the art woul d have naintai ned the condensation (separation)
vessel such as vessel 7 of DI Fiore as used in a recycle
operation in Bottger at a |lower or reduced pressure wuld have
been inplicit in the downstream | ocation of such a separation
vessel fromthe reactor especially in that | ower pressures
woul d have been expected to enhance a vapor/liquid separation
process. In this regard, we note that an ordinarily skilled
artisan is presuned to have sone skill. See In re Bozek, 416
F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). Accordingly,
not w thstandi ng appellants' contrary viewpoint, we wll

sustain the examner's rejection of representative claim8,
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the patentability of claim13 falling therewith for reasons as

set forth above.

CONCLUSI ON

The decision of the examner to reject clains 1-6, 8-10
and 13 under 35 U.S.C. § 103 as being unpatentabl e over
Bottger in view of Berkowtz and D Fiore is affirnmed. The
deci sion of the examner to reject claim7 under 35 U S.C. 8§
103 as bei ng unpatentabl e over Bottger in view of Berkowtz

and DO Fiore is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

PETER F. KRATZ
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